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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent terni adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 31 October 2003 . 
2a)n This action is FINAL. 2b)|^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-44 is/are pending in the application. 

4a) Of the above claim(s) 2-27.25-34 and 40-44 is/are withdrawn from consideration. 

5) D Claim(s) Is/are allowed. 

6) 13 Claim(s) 1,22-24 and 35-39 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)S The drawing(s) filed on 2-1-2002 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or In an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) lEl Information Disclosure Statement(s) (PTO-1449) Paper No{s) . 6) □ Other: 



U.S. Patent and Trademark Office 
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Office Action Summary 



Part of Paper No. 121203 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of group I, claims 1, 22-24 & 35-39 is 
acknowledged. The traversal is on the ground(s) that the restriction is improper. This 
is not found persuasive because of the reasons set forth in the requirement. The 
searches are not all limited to the same subclass and there is in fact burden because the 
different and distinct elements of the different inventions would require different and 
distinct searches and the potential application of different prior art. 

Claims 7, 14, 15, 18 and 40-44 do not fall into the elected group. 

The requirement is still deemed proper and is therefore made FINAL. 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and a product claim is 
subsequently found allowable, withdrawn process claims that depend from or 
otherwise include all the limitations of the allowable product claim will be rejoined in 
accordance with the provisions of MPEP § 821.04. Process claims that depend from or 
otherwise include all the limitations of the patentable product will be entered as a 
matter of right if the amendment is presented prior to final rejection or allowance, 
whichever is earlier. Amendments submitted after final rejection are governed by 37 
CFR 1.116; amendments submitted after allowance are governed by 37 CFR 1.312. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1.104. Thus, 
to be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103, and 112. Until an elected product claim is 
found allowable, an otherwise proper restriction requirement between product claims 
and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowed product claim will not be rejoined. See 
"Guidance on Treatment of Product and Process Claims in light of In re Ochiai, In re 
Brouwer and 35 U.S.C. § 103(b)/' 1184 O.G. 86 (March 26, 1996). Additionally, in order 
to retain the right to rejoinder in accordance with the above policy. Applicant is advised 
that the process claims should be amended during prosecution either to maintain 
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dependency on the product claims or to otherwise include the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. Further, note that 
the prohibition against double patenting rejections of 35 U.S.C. 121 does not apply 
where the restriction requirement is withdrawn by the examiner before the patent 
issues. See MPEP § 804.01. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1, 22-24 & 35-39 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Please note that in a search of the ATCC website, no Bacillus strain BAA-390 was found. 

Since the microorganisms TJ-1000 and 1BE(ATCC BAA-390) are recited in the 
claims, it is essential to the invention recited in those claims. It must therefore be 
obtainable by a repeatable method set forth in the specification or otherwise be readily 
available to the public. If the microorganism is not so obtainable or available, the 
requirements of 35 U.S.C. § 112 may be satisfied by a deposit of the microorganism. The 
specification does not disclose a repeatable process to obtain the microorganism and it 
is not apparent if the microorganism is readily available to the public. Moreover, 
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because no taxonomic information appears in the specification, it is not clear what the 
microorganism actually is. 

If a deposit has been made under the terms of the Budapest Treaty, then an 
affidavit or declaration by Applicants or someone associated with the patent owner 
who is in a position to make such assurances, or a statement by an attorney or record 
over his/her signature, and registration number, stating that the specific strain has been 
deposited under the Budapest Treaty and that all restrictions imposed by the depositor 
on the availability to the public of the deposited material will be irrevocably removed 
upon the granting of a patent, would satisfy the deposit requirements. See 37 C.F.R, § 
1.808. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctiy 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 22-24 and 35-39 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The designations, TJIOOO and IBE, render the claims indefinite because these 
laboratory designations have no defined meaning in the art and do not serve to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the maimer in which the invention was made. 

Claims 1, 22-24 & 35-39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shanmuganathan(5525132), Ocamb et al(6133196), Neyra et al (5697186). 

Shanmuganathan(5525132)(example 2), Ocamb et al(6133196) (fungi and bacteria 
are combined- see the entire patent), and Neyra et al (5697186) all teach combining 
diverse microorganism together to make biocontrol compositions for application to 
plants (or parts thereof). The references do not teach applicant's claimed composition. 

In the applicant's extensive breakdown of the prior art in the specification, there 
is clearly and admisson that Bacillus amyloliquefacians and Trichoderma virens are known 
to be agricultural usable biocontrol microorganisms. In, fact, compositions of such are 
notoriously old and well known in the art. 

The prior art does not teach a composition which combines Bacillus 
amyloliquefacians and Trichoderma virens, however it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the two 
pesticidal biocontrol microorganisms in a single composition because it is a well 
established proposition of patent law that no patentable invention resides in combining 
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old ingredients of known characteristics where the results obtained thereby are no more 
than the additive effect of the ingredients. See In re Sussman, 1943 CD. 518; In re 
Huellmantel 139 USPQ 496; In re Crockett et al, 1266 USPQ 186. It also follows that it 
would have been obvious to include further useful pesticidal biocontrol 
microorganisms in a single composition because Sharunuganathan, Ocamb et al, and 
Neyra et al clearly teach said types of combination for the additive effects thereof. It 
was well within the purview of the skilled artisan to combine useful, compatible 
biocontrol microorganisms, and select strains of known biocontroUing species, with the 
reasonable expectation of success that the composition would be phytoprotective. 

As the references clearly indicate tfiat the various proportions and amounts of 
the ingredients used in the claimed composition are result effective variables, they 
would be routinely optimized by one of ordinary skill in the art in practicing the 
invention disclosed by those references. 

Accordingly, the claimed invention was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made especially in the absence of evidence 
to the contrary. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to L Blaine Lankford whose telephone number is 308-2455. 
The examiner can normally be reached on Mon-Thu 7:30-6. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Wityshyn can be reached on 308-4743. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 308-0196. 




LBL 



